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DETAILED ACTION 



1. 



This action is in response to an application filed on 07/26/2001. 



2. 



Claims 1-74 are pending in this case. 



Specification 



3. The disclosure is objected to because of the following informalities: On page 25, 
lines 16-17 'toolbar 403' is referenced twice. Appropriate correction is required. 



4. Claim 55 recites the limitation "said plurality of user actions selected by said 
user" in lines 18 and 19. There is insufficient antecedent basis for this limitation in the 
claim. 

5. Claim 70 recites the limitations "said user", "said file", "said menus to be 
displayed on said user interface", "the group consisting of popup menu and main menu", 
"the group consisting of normal visual state and grayed-out visual state" and "said which 
actions" in lines 1, 3, 5, 7-8 and 11-12 of the second page respectively. There is 
insufficient antecedent basis for these limitations in the claim. 

6. Claim 71 recites the limitations "said user", "said menus displayed as a menu" 
and "the group consisting of popup menu and main menu" in line 21 of the first page 
and lines 7 and 7-8 of the second page respectively. There is insufficient antecedent 
basis for this limitation in the claim. 



Claim Rejections - 35 USC §112 
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Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 2, 5-8, 10 and 70-71 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 6,067,087 to Krauss et al. (Krauss). 

Regarding Claim 2: Krauss discloses a computer system having a graphical user 
interface, a plug and play interface for user actions, said plug and play interface 
comprising: means for establishing a file containing information about said user actions 
(col. 10, line 64-col. 11, line 2 'menu data files'); means for reading said file to determine 
certain of said user actions to be implemented (col. 12, lines 13-18 'retrieving the menu 
data'); and, means for permitting said user to execute a portion of said certain of said 
user actions through operation of said graphical user interface (col. 8 line 65-col. 9, line 
1 'When the user selects such a menu item ... issued the corresponding command'). 
Further, Krauss discloses the computer system is included within a client-server 
network (Col. 5, lines 29-30 'may operate in a networked environment'). 
Regarding Claim 5: Krauss discloses a computer system having a graphical user 
interface, a plug and play interface for user actions, said plug and play interface 
comprising: means for establishing a file containing information about said user actions 
(col. 10, line 64-col. 11, line 2 'menu data files'); means for reading said file to determine 
certain of said user actions to be implemented (col. 12, lines 13-18 'retrieving the menu 
data'); and, means for permitting said user to execute a portion of said certain of said 
user actions through operation of said graphical user interface (col. 8 line 65-col. 9, line 
1 'When the user selects such a menu item ... issued the corresponding command'). 
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Further, Krauss discloses the menu information includes every possible one of said user 
actions (col. 9, line 66-col. 10, line 1 'all of the commands and attributes'). 
Regarding Claim 6: The rejection of claim 5 is incorporated; further Krauss discloses 
establishing a plurality of files containing a like plurality of subsets of said information 
respectively (col. 10, line 64-col. 11, line 2 'menu components can be stored ... 
separately in independent menu data files 1 ), where totality of said subsets of said 
information encompasses said every possible one of said user actions (col. 9, line 66- 
col. 10, line 1). 

Regarding Claims 7: Krauss discloses a computer system having a graphical user 
interface, a plug and play interface for user actions, said plug and play interface 
comprising: means for establishing a file containing information about said user actions 
(col. 10, line 64-col. 1 1 , line 2 'menu data files'); means for reading said file to determine 
certain of said user actions to be implemented (col. 12, lines 13-18 'retrieving the menu 
data'); and, means for permitting said user to execute a portion of said certain of said 
user actions through operation of said graphical user interface (col. 8 line 65-col. 9, line 
1 'When the user selects such a menu item ... issued the corresponding command'). 
Further, Krauss discloses censoring means to censor other than said certain of said 
user actions to be implemented (col. 9, lines 44-46 The visible attribute determines 
whether the menu item is displayed'). 

Regarding Claims 8: Krauss discloses a computer system having a graphical user 
interface, a plug and play interface for user actions, said plug and play interface 
comprising: means for establishing a file containing information about said user actions 
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(col. 10, line 64-col. 11, line 2'menu data files'); means for reading said file to determine 
certain of said user actions to be implemented (col. 12, lines 13-18 'retrieving the menu 
data'); and, means for permitting said user to execute a portion of said certain of said 
user actions through operation of said graphical user interface (col. 8 line 65-col. 9, line 
1 'When the user selects such a menu item ... issued the corresponding command'). 
Further, Krauss discloses storing certain of said user actions to be implemented in at 
least one table (col. 10, lines 34-36 The Command Bar is a data structure for 
organizing commands'). 

Regarding Claims 10: Krauss discloses a computer system having a graphical user 
interface, a plug and play interface for user actions, said plug and play interface 
comprising: means for establishing a file containing information about said user actions 
(col. 10, line 64-col. 11, line 2 'menu data files'); means for reading said file to determine 
certain of said user actions to be implemented (col. 12, lines 13-18 'retrieving the menu 
data'); and, means for permitting said user to execute a portion of said certain of said 
user actions through operation of said graphical user interface (col. 8 line 65-col. 9, line 
1 'When the user selects such a menu item ... issued the corresponding command'). 
Further, Krauss discloses graying-out other than said portion of said certain of said user 
actions (col. 9, lines 25-27 'the menu item has a dimmed appearance'). 
Regarding Claims 70 and 71: Krauss discloses a client server network (col. 5, lines 
29-30 'networked environment'), said client having a user interface (col. 8, line 43 'GUI') 
and a memory (col. 4, lines 53-54 'a system memory') including a table for storing at 
least menu items of said user interface (col. 10, lines 16-17 The placeholder menu 
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provides a basic data structure for each menu'), a method for determining which actions 
of said user shall be displayed on, and communicated to said network through, said 
user interface, said method comprising: reading a file and storing menus and menu- 
items of said file in said table (col. 10, line 64-col. 1 1 , line 2 'menu data files'); said user 
selecting one of said menus to obtain a user-selected menu (col. 15, lines 8-9 'user has 
demanded an unbuilt menu'); detecting one of said menus to be displayed on said user 
interface corresponding to said user selected menu (col. 15, lines 11-12 'the selected 
placeholder menu') for said one of said menus displayed, consulting said table to get a 
selected menu corresponding to said user-selected menu (col. 15, lines 11-12 'the 
selected placeholder menu'), for each menu-item in said selected menu calling 
isAvailable and thereby showing said each menu-item in a visual state (col. 15, lines 16- 
20 'menu item attributes are assigned') selected from the group consisting of normal 
visual state and grayed-out visual state (col. 9, line 19 'another common attribute is the 
enabled attribute'), if said normal visual state, calling actionPerformed to perform said 
action (col. 15, lines 11-15 'assigns the commands'), if said grayed-out visual state, 
bypassing said calling action performed; and, repeating (col. 15, lines 17-18 'each place 
holder menu position'). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 3-4 and 11-16 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over US 6,067,087 to Krauss et al. (Krauss) in view of XML 

Functionally, J. Pokorny (Pokorny). 

Regarding Claim 3: Krauss discloses a computer system having a graphical user 
interface, a plug and play interface for user actions, said plug and play interface 
comprising: means for establishing a file containing information about said user actions 
(col. 10, line 64-col. 11, line 2 'menu data files'); means for reading said file to determine 
certain of said user actions to be implemented (col. 12, lines 13-18 'retrieving the menu 
data'); and, means for permitting said user to execute a portion of said certain of said 
user actions through operation of said graphical user interface (col. 8 line 65-col. 9, line 
1 'When the user selects such a menu item ... issued the corresponding command'). 
Further, Krauss does not disclose the menu file is a text file. But does disclose the need 
for 'organizational indicia' (col. 1 1 , lines 2-5) in the files. 

Pokorny teaches 'XML as a new standard for data representation' (pg. 266, col. 1, par 
2, lines 4-5) in an analogous art for the purpose of examining the database possibilities 
of XML (pg. 266, col. 1 , par. 1 , lines 4-5). 

It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to use XML files as taught in Pokorny as the file format for the menu data files 
disclosed in Krauss because one of ordinary skill in the art would have been motivated 
to use the data modeling abilities of XML (Pokorny col. 2, par. 2, lines 1-2 'it is possible 
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to view XML as the language for data modeling') to provide the organizational indicia 
disclosed in Krauss (col. 11, lines 2-5). 

Regarding Claim 4 and 12: The rejections of claims 3 and 4 are incorporated, 
respectively; further, Krauss does not disclose that the language used in the menu data 
file is XML. But does disclose the need for 'organizational indicia' (col. 11, lines 2-5) in 
the files. 

Pokorny teaches 'XML as a new standard for data representation' (pg. 266, col. 1 , par 
2, lines 4-5) in an analogous art for the purpose of examining the database possibilities 
of XML (pg. 266, col. 1 , par. 1 , lines 4-5). 

It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to use XML files as taught in Pokorny as the file format for the menu data files 
disclosed in Krauss because one of ordinary skill in the art would have been motivated 
to use the data modeling abilities of XML (Pokorny col. 2, par. 2, lines 1-2 It is possible 
to view XML as the language for data modeling') to provide the organizational indicia 
disclosed in Krauss (col. 1 1 , lines 2-5). 

Regarding Claim 11: The rejection of claim 2 is incorporated; further, Krauss does not 
disclose the menu file is a text file. But does disclose the need for 'organizational indicia' 
(col. 1 1 , lines 2-5) in the files. 

Pokorny teaches 'XML as a new standard for data representation' (pg. 266, col. 1, par 
2, lines 4-5) in an analogous art for the purpose of examining the database possibilities 
of XML (pg. 266, col. 1 , par. 1 , lines 4-5). 
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It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to use XML files as taught in Pokorny as the file format for the menu data files 
disclosed in Krauss because one of ordinary skill in the art would have been motivated 
to use the data modeling abilities of XML (Pokorny col. 2, par. 2, lines 1-2 'it is possible 
to view XML as the language for data modeling') to provide the organizational indicia 
disclosed in Krauss (col. 1 1 , lines 2-5), 

Regarding Claim 13: The rejection of claim 12 is incorporated; further, Krauss 
discloses the menu information includes every possible one of said user actions (col. 9, 
line 66-col. 10, line 1 'all of the commands and attributes'). 

Regarding Claim 14: The rejection of claim 13 is incorporated; further Krauss discloses 
establishing a plurality of files containing a like plurality of subsets of said information 
respectively (col. 10, line 64-col. 11, line 2 'menu components can be stored ... 
separately in independent menu data files'), where totality of said subsets of said 
information encompasses said every possible one of said user actions (col. 9, line 66- 
col. 10, line 1). 

Regarding Claim 15: The rejection of claim 14 is incorporated; further, Krauss 
discloses censoring means to censor other than said certain of said user actions to be 
implemented (col. 9, lines 44-46 The visible attribute determines whether the menu 
item is displayed'). 

Regarding Claims 16: The rejection of claim 15 is incorporated; further, Krauss 
discloses storing certain of said user actions to be implemented in at least one table 
(col. 10, lines 34-36 The Command Bar is a data structure for organizing commands'). 
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10. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
6,067,087 to Krauss et al. (Krauss) in view of US 6,334,101 to Hetherington et al. 
(Hetherington). 

Regarding Claims 9: The rejection of claim 8 is incorporated; further, Krauss does not 
disclose that said user actions are formulated in Java language. 
Hetherington teaches user actions formulated in Java language (col. 4, 'user interface 
functionality is readily achieved in ... Java'), in an analogous art for the purpose of 
providing multi-language support at runtime (col. 4, lines 33-35 'user-interface ... may 
be selected at run time'). 

It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to implement the user actions ('commands') disclosed in Krauss in the Java 
language as taught by Hetherington, because one of ordinary skill in the art would have 
been motivated to utilize the dynamic linking of Java to build the menus disclosed in 
Krauss at run time (Hetherington col. 4, lines 33-35). 

Claims 17-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
6,067,087 to Krauss et al. (Krauss) in view of XML Functionally, J. Pokorny 
(Pokorny) and further in view of US 6,334,101 to Hetherington et al. 
(Hetherington). 

Regarding Claim 17: The rejection of claim 16 is incorporated; further, Krauss does not 
disclose that said user actions are formulated in Java language. 
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Hetherington teaches user actions formulated in Java language (col. 4, 'user interface 
functionality is readily achieved in ... Java'), in an analogous art for the purpose of 
providing multi-language support at runtime (col. 4, lines 33-35 'user-interface ... may 
be selected at run time'). 

It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to implement the user actions ('commands') disclosed in Krauss in the Java 
language as taught by Hetherington, because one of ordinary skill in the art would have 
been motivated to utilize the dynamic linking of Java to build the menus disclosed in 
Krauss at run time (Hetherington col. 4, lines 33-35). 

Regarding Claims 18: The rejection of claim 17 is incorporated, respectively; further, 
Krauss discloses graying-out other than said portion of said certain of said user actions 
(col. 9, lines 25-27 'the menu item has a dimmed appearance*). 

1 1 . Claims 60-61, 64-66 and 69 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 6,067,087 to Krauss et al. (Krauss) in view of US 6,006,279 
to Hayes (Hayes). 

Regarding Claims 60 and 65: Krauss discloses a computer system having memory 
and a user interface capable of operating with a plurality of user actions (col. 8 line 65- 
col. 9, line 1 'When the user selects such a menu item ... issued the corresponding 
command'), a system by which said user-interface is implemented comprising, means 
for establishing a text file in said memory (col. 10, line 64-col. 1 1 , line 2 'menu data 
files') in which all possible said plurality of user actions are contained (col. 9, line 66-col. 
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10, line 1 'all of the commands and attributes'), means for establishing a table in said 
memory (col. 10, lines 34-36 The Command Bar is a data structure for organizing 
commands'), means for establishing an application framework which reads said text file 
to store certain of said plurality of user actions in said table (col. 12, lines 46-47 'retrieve 
Command Bar data'). Krauss does not disclose the use of minimum application 
requirements to enable and disable menu items, but does disclose that menu items are 
enabled/disabled by program modules external to the application program (col. 9, lines 
23-27 'An enabled attribute is set by ... some other program module') 
Hayes teaches the use of minimum application requirement (col. 2, lines 7-10 'searches 
... for plug-in modules'); means, for determining if any action related to the required 
application is available (col. 2, lines 12-14 'information regarding the found plug-in'), 
and, means, responsive to operation of said determining means, indicating that said 
action is available for executing (col. 2, lines 20-24 'a menu-enable routine') in an 
analogous art for the purpose of displaying menus and menu items based on the 
availability of an application or plug-in module (col. 2, lines 7-15 The API includes a 
menu-create routine ... to display a plug-in menu of found plug-in modules'). 
It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to include information indicating an application requirement in the menu data 
files disclosed in Krauss (col. 9, lines 56-59 'any number of attributes could be applied 
to menu items') and then verify said requirement using the techniques taught in Hayes 
(col. 2, lines 7-10 and col. 2, lines 12-14) and enable/disable the menu items 
accordingly (Hayes col. 2, lines 20-24 'a menu-enable routine'). 
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The modification would have been obvious because one of ordinary skill in the art would 
have been motivated to provide the user access to installed plug-in modules (col. 1, 
lines 17-18 'plug-in modules provide ... new or extended services'). 
Regarding Claims 61 and 66: The rejections of claims 60 and 65 are incorporated 
respectively; further, Krauss discloses that said user interface is a graphical user 
interface (col. 8, lines 43-45) 

Regarding Claim 64 and 69: The rejections of claims 61 and 69 are incorporated, 
respectively; further, Hayes teaches means, responsive to operation of said comparing 
means indicating that said minimum requirement is not met for a group of user actions 
excluded from said at least a subset, for inhibiting execution of any user actions 
included within said group (col. 2, lines 24-27 'a menu-disable routine 1 ). 

12. Claims 62 and 67 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 6,067,087 to Krauss et al. (Krauss) in view of US 6,006,279 to Hayes 
(Hayes) and further in view of XML Functionally, J, Pokorny (Pokorny). 
Regarding Claims 62 and 67: The rejections of claims 62 and 66 are incorporated, 
respectively, further; Krauss does not disclose the menu file is a text file. But does 
disclose the need for 'organizational indicia' (col. 11, lines 2-5) in the files. 
Pokorny teaches 'XML as a new standard for data representation' (pg. 266, col. 1, par 
2, lines 4-5) in an analogous art for the purpose of examining the database possibilities 
of XML (pg. 266, col. 1 , par. 1 , lines 4-5). 
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It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to use XML files as taught in Pokorny as the file format for the menu data files 
disclosed in Krauss because one of ordinary skill in the art would have been motivated 
to use the data modeling abilities of XML (Pokorny col. 2, par. 2, lines 1-2 'it is possible 
to view XML as the language for data modeling 1 ) to provide the organizational indicia 
disclosed in Krauss (col. 1 1 , lines 2-5). 

13. Claims 58 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 6,067,087 to Krauss et al. (Krauss) in view of US 6,006,279 to Hayes (Hayes) 
and further in view of US 6,334,101 to Hetherington et al. (Hetherington). 
Regarding Claim 63 and 68: The rejections of claims 61 and 66 are incorporated 
further; Krauss does not disclose that said user actions are formulated in Java 
language. 

Hetherington teaches user actions formulated in Java language (col. 4, 'user interface 
functionality is readily achieved in ... Java'), in an analogous art for the purpose of 
providing multi-language support at runtime (col. 4, lines 33-35 'user-i rite rf ace ... may 
be selected at run time'). 

It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to implement the user actions ('commands') disclosed in Krauss in the Java 
language as taught by Hetherington, because one of ordinary skill in the art would have 
been motivated to utilize the dynamic linking of Java to build the menus at run time 
(Hetherington col. 4, lines 33-35). 
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Double Patenting 

14. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F. 2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

1 5. Claims 1 , 6,1 9-59 and 72-74 are provisionally rejected under 35 U.S.C. 101 
as claiming the same invention as that of claims 1, 3, 19-59 and 16-18, 
respectively, of copending Application No. 10/132,769. This is a provisional 
double patenting rejection since the conflicting claims have not in fact been 
patented. 



16. Claims 2-5, 7-18 and 60-71 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable 
over claims 2-4, 14, 37, 39-46 and 55-59, of copending Application No. 10/132,769. 
Although the conflicting claims are not identical, they are not patentably distinct 
from each other because application no. 10/132,769 is a continuation in part of 
the instant application and substantially only the dependency has changed. 

This is a provisional obviousness-type double patenting rejection because 
the conflicting claims have not in fact been patented. 
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A later patent claim is not patentably distinct from an earlier patent claim if the later 
claim is obvious over, or anticipated by, the earlier claim. In re Longi , 759 F.2d at 896, 
225 USPQ at 651 (affirming a holding of obviousness-type double patenting because 
the claims at issue were obvious over claims in four prior art patents); In re Berg , 140 
F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of obviousness- 
type double patenting where a patent application claim to a genus is anticipated by a 
patent claim to a species within that genus). " ELI LILLY AND COMPANY v BARR 
LABORATORIES, INC., United States Court of Appeals for the Federal Circuit, ON 
PETITION FOR REHEARING EN BANC (DECIDED: May 30, 2001). 
Claims 2-5 of the instant application are anticipated by both claims 2 and 28 of 
10/132,769. 

Claims 7-10 of the instant application are anticipated by claim 4 of 10/132,769. 
Claims 11-18 of the instant application are anticipated by claims 39-46, respectively, of 
10/132,769. 

Claims 60-64 of the instant application are anticipated by claims 55-59, respectively of 
10/132,769. 

Claims 65-69 of the instant application are anticipated by claims 55-59, respectively of 
10/132,769. 

Claims 70 and 71 of the instant application are both anticipated by claim 14 of 
10/132,769. 



Conclusion 
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17. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

18. US 6,301,583 to Zellweger discloses an authoring system that builds and 
maintains menu data for an applet. 

19. US 6,628,305 to Hong et al. discloses an object-oriented GUI framework. 

20. US 2002/0,149,623 to West et al. discloses a method for generating 
menu/toolbar entities on a GUI. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Mitchell whose telephone number is (571 ) 272- 
3728. The examiner can normally be reached on 7:30am - 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on (571) 272-3719. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Jason Mitchell 
9/30/04 
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